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          In an Office Action dated June 19, 2014, the Examining Attorney has made final the refusal to

register under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d), because of an allegedly

confusingly similar mark.  The Examining Attorney maintains that U.S. Registration No. 3,558,382 is

allegedly likely to cause confusion with Applicant’s mark (the Examining Attorney has withdrawn the

refusal to register with respect to U.S. Registration Nos. 4,411,826 and 1,602,145).  For the following

reasons, Applicant respectfully disagrees with the Final Refusal, and Requests Reconsideration of the

same, noting it is simultaneously filing a Notice of Appeal.

 

I.          REFUSAL TO REGISTER UNDER SECTION 2(d)

 

            A.        The Nature of Goods Provided Are Different

            To reiterate, no likelihood of confusion exists between Applicant’s mark PROMAX and the

cited mark for PROMAX because of significant differences in the nature of the goods provided under

these marks.  In re E. I. Du Pont de Nemours & Co., 177 USPQ 563, 567 (C.C.P.A. 1973). 

            Applicant’s goods, by amendment, are limited significantly to “power transmission for land

vehicles; clutch mechanisms for land vehicles, namely, clutches for land vehicles; vehicles parts in

nature of clutch disks” only.  Again, Applicant has considerably narrowed its goods to make it clear that

it is only seeking registration for the distinguishable and narrow subset of goods related to automobile



transmissions and clutches.  In stark contrast, the remaining cited registration covers the limited items “

automobile chassis parts, namely, control arms, bushings and sway bar links.”   It is quite evident that

Applicant’s amended goods “power transmission  for land vehicles; clutch mechanisms for land

vehicles, namely, clutches for land vehicles; vehicles parts in nature of clutch disks”  are significantly

distinguishable from the goods covered in the cited registration.  Thus, by virtue of this amendment,

there is no likelihood of confusion between the respective marks based on the significant differences in

the nature of goods.

            There is no per se rule that the involved goods are related merely because they are both

automotive in nature.  See In re A-Fab, LLC, Serial No. 77639815 (July 11, 2011).  In fact, in In re A-

Fab, the Board held that there was no likelihood of confusion between the marks DYNATECH for

engine exhaust system components and DYNATEK for ignition systems for motor vehicles.  The Board

stated that the vehicle parts exhaust components and ignition components – much like automobile

transmissions/clutches and automobile chassis parts – are specifically different goods, with different

purposes and functions.  The Board also focused on the fact that the respective consumers are

sophisticated and exercise a great degree of care in making purchases of such goods. 

            Similarly, in In re Grand Prix Import Inc., Serial No. 77408025 (June 2, 2010), the Board

reversed a likelihood of confusion refusal, holding that there was no evidence of record that the “very

different goods” at issue “[were] sold under the same mark.”   In this case, the marks at issue were

SPYN (stylized) for “automobile parts and accessories” and SPYN (stylized), registered for “audio

equipment namely speakers, equalizers, and amplifiers.”

            It is plainly clear in the instant case that Applicant’s goods are quite distinguishable from the

cited registrant’s goods.   Applicant’s amended goods and the cited registrant’s goods do not overlap

and are not similar.  Thus, no confusion is likely between Applicant’s mark and the cited registration.

            In fact, as previously mentioned, the term PROMAX is relatively weak and, therefore, is entitled

to only a relatively narrow scope of protection.  As referenced in Applicant’s response to the initial

Office Action, there are 50 (or more) pending applications and coexisting registrations for marks

incorporating PROMAX in the USPTO records for a wide variety of goods/services, including the

PROMAX coexisting registrations cited by the Examining Attorney.  This is evidence of the inherent

weakness of the PROMAX mark.  Importantly, since Applicant filed its Response to the initial Office

Action, two new third-party applications have been filed that incorporate “PROMAX” or “PRO



MAX” for arguably related goods in the automotive field, further illustrating the narrow scope of

protection afforded such marks.  The new applications are as follows:

 

CAM2 PROMAX, U.S. Application Ser. No. 86/260,200, for “Hydraulic oils.”   This use-based

application was recently published for opposition.

1.

PRO MAX FUEL CELL, U.S. Application Ser. No. 86/292,402, for “Automobile structural

parts for racing purposes, namely, fuel storage cells; Automotive structural parts, namely, fuel

storage cells and component parts therefor; Gas tanks for land vehicles.”   This application

remains pending.           

2.

 

Applicant also respectfully submits the following third-party registrations – both owned by the

same entity – that further illustrate the narrow scope of protection afforded “PROMAX” marks:

PRO MAX, U.S. Registration No. 1824121, for “outboard motors.”3.

PRO MAX, U.S. Registration No. 4460030, for “Propellers used for marine vessels.”4.

(See USPTO database printouts attached as Exhibit A)   

            In summary, the respective goods are not related or marketed in such a way that they

would be encountered by the same persons in situations that would create the incorrect

assumption that they originate from the same source, and therefore, even if the marks were

considered identical, confusion is not likely.  See, e.g., Local Trademarks, Inc. v. Handy Boys,

Inc., 16 USPQ2d 1156 (TTAB 1990) (LITTLE PLUMBER for liquid drain opener held not

confusingly similar to LITTLE PLUMBER and design for advertising services, namely the

formulation and preparation of advertising copy and literature); Quartz Radiation Corp. v.

Comm/Scope Co., 1 USPQ2d 1668 (TTAB 1986) (QR for coaxial cable held not confusingly

similar to QR for various products (e.g., lamps, tubes) related to the photocopying field).

            It is well settled that in determining whether a likelihood of confusion exists, each case

must be decided on the basis of all relevant factors, including the goods/services and the

marketing environment in which consumers normally encounter them.  In re Bigelow, Inc., 199

USPQ 38, 40 (TTAB 1978).  The Trademark Trial and Appeal Board has not hesitated to find an

absence of likelihood of confusion even in the face of identical marks applied to goods used in a



common industry, where goods differ and where there is no evidence that the respective goods

would be encountered by the same consumers.  In re Fesco, Inc., 219 USPQ 437 (TTAB 1983)

(FESCO for farm equipment distributorships not likely to be confused with FESCO for fertilizer

and processing equipment).  Moreover, and importantly in this case, in In re Dayco Products-

Eaglemotive, Inc., 9 USPQ2d 1910 (TTAB 1988), the Board held that there was no likelihood of

confusion between the mark IMPERIAL for automotive products and IMPERIAL for automobile

and structural parts, even though the marks at issue were identical, the goods were related, and the

classes of consumers and channels of trade were overlapping.  The Board concluded that because

of the number of third-party IMPERIAL registrations in the same field, much like PROMAX in

the instant case, the mark was weak and thus entitled to a narrow scope of protection.

            Ultimately, in the “practicalities of the commercial world,” consumers will not be

confused as to the source of goods which are so different in their nature.   In re Masseyâ€‘Ferguson

Inc., 222 USPQ 367, 368 (TTAB 1983) (no likelihood of confusion between marks Eâ€‘COM and

ECOM).  Because of the distinct nature of the goods involved and the different trade channels in

which the marks will be utilized, there is little chance that the respective goods will be

encountered by the same consumer.  Even if the goods happen to be encountered by the same

consumers, there is little chance these consumers will believe the goods emanate from the same

source because of the differences in the goods themselves.

           
B.        The Goods are Sold Through Different Channels of Trade, to Sophisticated Purchasers,
and are Expensive

            It can be clearly seen that there are significant differences between the goods of Applicant

and the goods of the cited reference, particularly in view of the sophistication of consumers in the

relevant industries. 

            To reiterate, Applicant is using its mark in connection with very specialized, specific, and

expensive “power transmission for land vehicles; clutch mechanisms for land vehicles, namely,

clutches for land vehicles; vehicles parts in nature of clutch disks.”   In making purchasing

decisions regarding expensive goods or services, the reasonably prudent person standard is

elevated to the standard of the “discriminating purchaser.”   See McCarthy On Trademarks and

Unfair Competition § 23.96 at 23-188.  If the goods or services are expensive, the reasonably



prudent buyer does not buy casually, but only after careful consideration.  McCarthy § 23.96 at

23-188 – 23-189.  In the context of Applicant’s highly sophisticated and specialized automobile

transmissions and clutches, those of which involve discriminating purchasers that take great care

in selecting products, it is inappropriate to place undue weight on the alleged similarity between

the respective marks, especially in light of the significant differences in the respective goods.

            In fact, similar to the instant matter, in In re Quality Trans Parts Inc., Serial No. 76515615

(November 22, 2005), the Board found no likelihood of confusion between the marks QUALITY

for automobile transmissions and QUALITEE for various automotive parts.  In this case, as in the

instant PROMAX case, the Board focused on the fact that the goods would likely be marketed to

automotive mechanics (both professional and non-professional) and professional repair shops. 

The Board went on to find that these purchasers are likely to be somewhat sophisticated and

careful in their purchasing of these goods, especially in their purchases of applicant’s

transmissions, which were presumed to be fairly expensive items which would not be purchased

on impulse. Id.  In the instant case, Applicant’s transmissions, much like those in the QUALITY

case, are also fairly expensive items, requiring a consumer to exercise a greater degree of care in

making its purchasing decision.

            In this regard, the cited registrant’s control arms and bushings are likely to be purchased

for around $50 per item.  These items are therefore more likely to be purchased by everyday (non-

professional) consumers, while Applicant’s more expensive transmissions and clutches are likely

to be purchased for $1,000 or more by professional automotive mechanics and professional repair

shops or dealers.  These sophisticated consumers and quite knowledgeable, discerning, and take

great care in making their purchasing decisions.  Thus, these items are not purchased as an

impulse buy and the consumers will pay more attention and careful consideration to the respective

trademarks and source identifying material.   

            In another analogous case, in In re Motor City Sunroofs, Inc., Serial No. 75176395

(January 13, 2000), the Board held that there was no likelihood of confusion between the marks

MCS and Design for wholesale distributorship of sunroofs and MCS for pneumatic tires.  In this

case, the Board focused on the fact that the potential customers that these goods and services have

in common, namely dealers, retailers, and manufacturers, are relatively informed and

sophisticated and as such, would be expected to exercise greater care in making purchasing



decisions. See Electronic Design & Sales v. Electronic Data Systems, 954 F.2d 713, 21 USPQ2d

1388, 1392 (Fed. Cir. 1992).

            In fact, the Federal Circuit in Electronic Design & Sales, Inc., held that “there is always

less likelihood of confusion where the goods are expensive and purchased after careful

consideration.”   Electronic Design & Sales, Inc., 21 USPQ2d at 1392 (quoting Astra

Pharmaceutical Prods. v. Beckman Instruments, 718 F.2d 1201, 1206, 220 USPQ 786, 790 (1st

Cir. 1983)).  Such is the case at hand where Applicant’s products are specialized and expensive

products that require select consumers to make a careful consideration before making a purchase. 

In view of the sophistication of the relevant consumers utilizing extreme care in making its

purchasing decisions, this militates against a finding of likelihood of confusion between the

respective marks.  In fact, it is highly unlikely that the same consumer would even encounter the

respective goods.  Even if the goods happen to be encountered by the same consumers, there is

little chance these consumers will believe the goods emanate from the same source.

            Finally, in Chase Brass & Copper Co. Incorporated v. Special Springs, Inc., 199 USPQ

243 (TTAB 1978), the Board found no likelihood of consumer confusion between the marks  

BLUE DOT for springs for aftermarket automotive distributors and BLUE DOT and design for

brass rods sold to various manufacturers including those in the automotive industry because there

was no evidence to show that the same persons will purchase or come into contact with the goods

of the parties.  The Board found that Special Springs could register BLUE DOT for springs used

as part of vehicle ignition systems despite the existence of Opposer’s BLUE DOT mark used for

brass rods to make automotive components. The Board noted that Applicant’s goods were used in

the timing of electrical energy transmitted from the distributor to the spark plugs; the Opposer’s

goods were used to manufacture parts incorporated into automobile components such as

carburetors. The Board believed the actual purchasers would be different, although both may be

from the same automotive company.  The purchasers of the Applicant’s springs would be

engineers and would be highly skilled and knowledgeable about what products they were

selecting. Importantly, association between the goods, even bearing an identical mark, would not

be expected.  A similar scenario can be expected in the instant case as, even though the marks

may be considered identical in terms of appearance, there are significant differences in the



respective goods, trade channels, consumers, and sophistication of purchasers. 

 
            C.        Numerous Identical Third-Party Marks Coexist on the Register for Closely Related
Goods

            In response to the initial Office Action, Applicant submitted further evidence in support of

its arguments that no likelihood of confusion should be found in this case.  In this regard,

Applicant submitted a number of coexisting third-party registrations (with accompanying USPTO

database printouts that were attached as evidence) illustrating that the Trademark Office has

historically registered identical trademarks where the goods, while arguably somewhat related, or

in a related field, are ultimately not considered to overlap to a significant enough degree.  To

preserve this evidence on appeal, in addition to the USPTO database printouts already of record,

Applicant respectfully submits copies of the third-party registration certificates from the records

of the U.S. Patent and Trademark Office attached as Exhibit B. 

            Again, Applicant maintains that these third-party registrations demonstrate that the

Trademark Office has historically taken the position that relatively weak trademarks are able to

coexist with identical trademarks for related goods.  While the Examining Attorney has indicated

that prior decisions and actions of other trademark examining attorneys in registering other

trademarks have little evidentiary value and are not binding upon the USPTO, the sheer volume of

coexisting registrations submitted by Applicant in this case makes it clear that a pattern of

examination practice has been adopted by the USPTO.  In other words, it is not just one

examining attorney decision, but it is historical USPTO practice that inherently weak trademarks

are afforded less protection vis-à-vis strong trademarks and, therefore, marks such as PROMAX,

while perhaps identical in appearance, should be able to coexist with other PROMAX marks in

cases where the respective goods may even be considered to be arguably somewhat related. 

Therefore, based on this historical precedent – not just one examining attorney decision – the

Examining Attorney should likewise treat the PROMAX marks at issue similarly and allow

Applicant’s distinguishable PROMAX mark to coexist with the cited registration.         

            Once again, the attached third-party registrations all coexist with one another on the

Register for closely related goods.  This should be considered of strong evidentiary value that

similar or identical marks may coexist, even those for goods in the automotive field, because of



differences in the other DuPont factors, including the channels of trade, sophistication of

consumers, and strength of the trademarks.  Accordingly, there is no reason the Trademark Office

should break with this historical precedent of permitting relatively weak identical trademarks to

coexist with one another for arguably related goods.  Consequently, there is no likelihood of

confusion between the respective marks in the instant case.  

 

II.        CONCLUSION

            Whereas Applicant has fully responded to the issues raised by the Examining Attorney, and
believes that it has successfully traversed the likelihood of confusion refusal, Applicant respectfully
requests that the Examining Attorney reconsider and withdraw the refusal to register and publish the
subject mark for opposition.  Applicant is simultaneously filing a Notice of Appeal in this matter.
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          In an Office Action dated June 19, 2014, the Examining Attorney has made final the refusal to

register under Trademark Act Section 2(d), 15 U.S.C. Section 1052(d), because of an allegedly

confusingly similar mark.  The Examining Attorney maintains that U.S. Registration No. 3,558,382 is

allegedly likely to cause confusion with Applicant’s mark (the Examining Attorney has withdrawn the

refusal to register with respect to U.S. Registration Nos. 4,411,826 and 1,602,145).  For the following

reasons, Applicant respectfully disagrees with the Final Refusal, and Requests Reconsideration of the

same, noting it is simultaneously filing a Notice of Appeal.

 

I.          REFUSAL TO REGISTER UNDER SECTION 2(d)

 

            A.        The Nature of Goods Provided Are Different

            To reiterate, no likelihood of confusion exists between Applicant’s mark PROMAX and the cited

mark for PROMAX because of significant differences in the nature of the goods provided under these

marks.  In re E. I. Du Pont de Nemours & Co., 177 USPQ 563, 567 (C.C.P.A. 1973). 

            Applicant’s goods, by amendment, are limited significantly to “power transmission for land

vehicles; clutch mechanisms for land vehicles, namely, clutches for land vehicles; vehicles parts in nature

of clutch disks” only.  Again, Applicant has considerably narrowed its goods to make it clear that it is

only seeking registration for the distinguishable and narrow subset of goods related to automobile

transmissions and clutches.  In stark contrast, the remaining cited registration covers the limited items “

automobile chassis parts, namely, control arms, bushings and sway bar links.”   It is quite evident that

Applicant’s amended goods “power transmission  for land vehicles; clutch mechanisms for land vehicles,

namely, clutches for land vehicles; vehicles parts in nature of clutch disks”  are significantly

distinguishable from the goods covered in the cited registration.  Thus, by virtue of this amendment, there

is no likelihood of confusion between the respective marks based on the significant differences in the

nature of goods.

            There is no per se rule that the involved goods are related merely because they are both automotive

in nature.  See In re A-Fab, LLC, Serial No. 77639815 (July 11, 2011).  In fact, in In re A-Fab, the Board

held that there was no likelihood of confusion between the marks DYNATECH for engine exhaust system

components and DYNATEK for ignition systems for motor vehicles.  The Board stated that the vehicle



parts exhaust components and ignition components – much like automobile transmissions/clutches and

automobile chassis parts – are specifically different goods, with different purposes and functions.   The

Board also focused on the fact that the respective consumers are sophisticated and exercise a great degree

of care in making purchases of such goods. 

            Similarly, in In re Grand Prix Import Inc., Serial No. 77408025 (June 2, 2010), the Board reversed

a likelihood of confusion refusal, holding that there was no evidence of record that the “very different

goods” at issue “[were] sold under the same mark.”   In this case, the marks at issue were SPYN (stylized)

for “automobile parts and accessories” and SPYN (stylized), registered for “audio equipment namely

speakers, equalizers, and amplifiers.”

            It is plainly clear in the instant case that Applicant’s goods are quite distinguishable from the cited

registrant’s goods.   Applicant’s amended goods and the cited registrant’s goods do not overlap and are

not similar.  Thus, no confusion is likely between Applicant’s mark and the cited registration.

            In fact, as previously mentioned, the term PROMAX is relatively weak and, therefore, is entitled to

only a relatively narrow scope of protection.  As referenced in Applicant’s response to the initial Office

Action, there are 50 (or more) pending applications and coexisting registrations for marks incorporating

PROMAX in the USPTO records for a wide variety of goods/services, including the PROMAX coexisting

registrations cited by the Examining Attorney.  This is evidence of the inherent weakness of the

PROMAX mark.  Importantly, since Applicant filed its Response to the initial Office Action, two new

third-party applications have been filed that incorporate “PROMAX” or “PRO MAX” for arguably

related goods in the automotive field, further illustrating the narrow scope of protection afforded such

marks.  The new applications are as follows:

 

CAM2 PROMAX, U.S. Application Ser. No. 86/260,200, for “Hydraulic oils.”   This use-based

application was recently published for opposition.

1.

PRO MAX FUEL CELL, U.S. Application Ser. No. 86/292,402, for “Automobile structural parts

for racing purposes, namely, fuel storage cells; Automotive structural parts, namely, fuel storage

cells and component parts therefor; Gas tanks for land vehicles.”   This application remains pending.

           

2.

 



Applicant also respectfully submits the following third-party registrations – both owned by the

same entity – that further illustrate the narrow scope of protection afforded “PROMAX” marks:

PRO MAX, U.S. Registration No. 1824121, for “outboard motors.”3.

PRO MAX, U.S. Registration No. 4460030, for “Propellers used for marine vessels.”4.

(See USPTO database printouts attached as Exhibit A)   

            In summary, the respective goods are not related or marketed in such a way that they would

be encountered by the same persons in situations that would create the incorrect assumption that

they originate from the same source, and therefore, even if the marks were considered identical,

confusion is not likely.  See, e.g., Local Trademarks, Inc. v. Handy Boys, Inc., 16 USPQ2d 1156

(TTAB 1990) (LITTLE PLUMBER for liquid drain opener held not confusingly similar to LITTLE

PLUMBER and design for advertising services, namely the formulation and preparation of

advertising copy and literature); Quartz Radiation Corp. v. Comm/Scope Co., 1 USPQ2d 1668

(TTAB 1986) (QR for coaxial cable held not confusingly similar to QR for various products (e.g.,

lamps, tubes) related to the photocopying field).

            It is well settled that in determining whether a likelihood of confusion exists, each case must

be decided on the basis of all relevant factors, including the goods/services and the marketing

environment in which consumers normally encounter them.  In re Bigelow, Inc., 199 USPQ 38, 40

(TTAB 1978).  The Trademark Trial and Appeal Board has not hesitated to find an absence of

likelihood of confusion even in the face of identical marks applied to goods used in a common

industry, where goods differ and where there is no evidence that the respective goods would be

encountered by the same consumers.  In re Fesco, Inc., 219 USPQ 437 (TTAB 1983) (FESCO for

farm equipment distributorships not likely to be confused with FESCO for fertilizer and processing

equipment).  Moreover, and importantly in this case, in In re Dayco Products-Eaglemotive, Inc., 9

USPQ2d 1910 (TTAB 1988), the Board held that there was no likelihood of confusion between the

mark IMPERIAL for automotive products and IMPERIAL for automobile and structural parts, even

though the marks at issue were identical, the goods were related, and the classes of consumers and

channels of trade were overlapping.  The Board concluded that because of the number of third-party

IMPERIAL registrations in the same field, much like PROMAX in the instant case, the mark was

weak and thus entitled to a narrow scope of protection.

            Ultimately, in the “practicalities of the commercial world,” consumers will not be confused



as to the source of goods which are so different in their nature.   In re Masseyâ€‘Ferguson Inc., 222

USPQ 367, 368 (TTAB 1983) (no likelihood of confusion between marks Eâ€‘COM and ECOM). 

Because of the distinct nature of the goods involved and the different trade channels in which the

marks will be utilized, there is little chance that the respective goods will be encountered by the

same consumer.  Even if the goods happen to be encountered by the same consumers, there is little

chance these consumers will believe the goods emanate from the same source because of the

differences in the goods themselves.

           
B.        The Goods are Sold Through Different Channels of Trade, to Sophisticated Purchasers, and
are Expensive

            It can be clearly seen that there are significant differences between the goods of Applicant

and the goods of the cited reference, particularly in view of the sophistication of consumers in the

relevant industries. 

            To reiterate, Applicant is using its mark in connection with very specialized, specific, and

expensive “power transmission for land vehicles; clutch mechanisms for land vehicles, namely,

clutches for land vehicles; vehicles parts in nature of clutch disks.”   In making purchasing decisions

regarding expensive goods or services, the reasonably prudent person standard is elevated to the

standard of the “discriminating purchaser.”   See McCarthy On Trademarks and Unfair Competition

§ 23.96 at 23-188.  If the goods or services are expensive, the reasonably prudent buyer does not

buy casually, but only after careful consideration.  McCarthy § 23.96 at 23-188 – 23-189.   In the

context of Applicant’s highly sophisticated and specialized automobile transmissions and clutches,

those of which involve discriminating purchasers that take great care in selecting products, it is

inappropriate to place undue weight on the alleged similarity between the respective marks,

especially in light of the significant differences in the respective goods.

            In fact, similar to the instant matter, in In re Quality Trans Parts Inc., Serial No. 76515615

(November 22, 2005), the Board found no likelihood of confusion between the marks QUALITY

for automobile transmissions and QUALITEE for various automotive parts.  In this case, as in the

instant PROMAX case, the Board focused on the fact that the goods would likely be marketed to

automotive mechanics (both professional and non-professional) and professional repair shops.  The

Board went on to find that these purchasers are likely to be somewhat sophisticated and careful in



their purchasing of these goods, especially in their purchases of applicant’s transmissions, which

were presumed to be fairly expensive items which would not be purchased on impulse. Id.  In the

instant case, Applicant’s transmissions, much like those in the QUALITY case, are also fairly

expensive items, requiring a consumer to exercise a greater degree of care in making its purchasing

decision.

            In this regard, the cited registrant’s control arms and bushings are likely to be purchased for

around $50 per item.  These items are therefore more likely to be purchased by everyday (non-

professional) consumers, while Applicant’s more expensive transmissions and clutches are likely to

be purchased for $1,000 or more by professional automotive mechanics and professional repair

shops or dealers.  These sophisticated consumers and quite knowledgeable, discerning, and take

great care in making their purchasing decisions.  Thus, these items are not purchased as an impulse

buy and the consumers will pay more attention and careful consideration to the respective

trademarks and source identifying material.   

            In another analogous case, in In re Motor City Sunroofs, Inc., Serial No. 75176395 (January

13, 2000), the Board held that there was no likelihood of confusion between the marks MCS and

Design for wholesale distributorship of sunroofs and MCS for pneumatic tires.  In this case, the

Board focused on the fact that the potential customers that these goods and services have in

common, namely dealers, retailers, and manufacturers, are relatively informed and sophisticated and

as such, would be expected to exercise greater care in making purchasing decisions. See Electronic

Design & Sales v. Electronic Data Systems, 954 F.2d 713, 21 USPQ2d 1388, 1392 (Fed. Cir. 1992).

            In fact, the Federal Circuit in Electronic Design & Sales, Inc., held that “there is always less

likelihood of confusion where the goods are expensive and purchased after careful consideration.”  

Electronic Design & Sales, Inc., 21 USPQ2d at 1392 (quoting Astra Pharmaceutical Prods. v.

Beckman Instruments, 718 F.2d 1201, 1206, 220 USPQ 786, 790 (1st Cir. 1983)).  Such is the case

at hand where Applicant’s products are specialized and expensive products that require select

consumers to make a careful consideration before making a purchase.  In view of the sophistication

of the relevant consumers utilizing extreme care in making its purchasing decisions, this militates

against a finding of likelihood of confusion between the respective marks.  In fact, it is highly

unlikely that the same consumer would even encounter the respective goods.  Even if the goods



happen to be encountered by the same consumers, there is little chance these consumers will believe

the goods emanate from the same source.

            Finally, in Chase Brass & Copper Co. Incorporated v. Special Springs, Inc., 199 USPQ 243

(TTAB 1978), the Board found no likelihood of consumer confusion between the marks  BLUE

DOT for springs for aftermarket automotive distributors and BLUE DOT and design for brass rods

sold to various manufacturers including those in the automotive industry because there was no

evidence to show that the same persons will purchase or come into contact with the goods of the

parties.  The Board found that Special Springs could register BLUE DOT for springs used as part of

vehicle ignition systems despite the existence of Opposer’s BLUE DOT mark used for brass rods to

make automotive components. The Board noted that Applicant’s goods were used in the timing of

electrical energy transmitted from the distributor to the spark plugs; the Opposer’s goods were used

to manufacture parts incorporated into automobile components such as carburetors. The Board

believed the actual purchasers would be different, although both may be from the same automotive

company.  The purchasers of the Applicant’s springs would be engineers and would be highly

skilled and knowledgeable about what products they were selecting. Importantly, association

between the goods, even bearing an identical mark, would not be expected.  A similar scenario can

be expected in the instant case as, even though the marks may be considered identical in terms of

appearance, there are significant differences in the respective goods, trade channels, consumers, and

sophistication of purchasers. 

 
            C.        Numerous Identical Third-Party Marks Coexist on the Register for Closely Related
Goods

            In response to the initial Office Action, Applicant submitted further evidence in support of

its arguments that no likelihood of confusion should be found in this case.  In this regard, Applicant

submitted a number of coexisting third-party registrations (with accompanying USPTO database

printouts that were attached as evidence) illustrating that the Trademark Office has historically

registered identical trademarks where the goods, while arguably somewhat related, or in a related

field, are ultimately not considered to overlap to a significant enough degree.  To preserve this

evidence on appeal, in addition to the USPTO database printouts already of record, Applicant

respectfully submits copies of the third-party registration certificates from the records of the U.S.



Patent and Trademark Office attached as Exhibit B. 

            Again, Applicant maintains that these third-party registrations demonstrate that the

Trademark Office has historically taken the position that relatively weak trademarks are able to

coexist with identical trademarks for related goods.  While the Examining Attorney has indicated

that prior decisions and actions of other trademark examining attorneys in registering other

trademarks have little evidentiary value and are not binding upon the USPTO, the sheer volume of

coexisting registrations submitted by Applicant in this case makes it clear that a pattern of

examination practice has been adopted by the USPTO.  In other words, it is not just one examining

attorney decision, but it is historical USPTO practice that inherently weak trademarks are afforded

less protection vis-à-vis strong trademarks and, therefore, marks such as PROMAX, while perhaps

identical in appearance, should be able to coexist with other PROMAX marks in cases where the

respective goods may even be considered to be arguably somewhat related.  Therefore, based on this

historical precedent – not just one examining attorney decision – the Examining Attorney should

likewise treat the PROMAX marks at issue similarly and allow Applicant’s distinguishable

PROMAX mark to coexist with the cited registration.        

            Once again, the attached third-party registrations all coexist with one another on the Register

for closely related goods.  This should be considered of strong evidentiary value that similar or

identical marks may coexist, even those for goods in the automotive field, because of differences in

the other DuPont factors, including the channels of trade, sophistication of consumers, and strength

of the trademarks.  Accordingly, there is no reason the Trademark Office should break with this

historical precedent of permitting relatively weak identical trademarks to coexist with one another

for arguably related goods.  Consequently, there is no likelihood of confusion between the

respective marks in the instant case.  

 

II.        CONCLUSION

            Whereas Applicant has fully responded to the issues raised by the Examining Attorney, and
believes that it has successfully traversed the likelihood of confusion refusal, Applicant respectfully
requests that the Examining Attorney reconsider and withdraw the refusal to register and publish the
subject mark for opposition.  Applicant is simultaneously filing a Notice of Appeal in this matter.
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